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DETAILED ACTION 

1 . This Office Action is responsive to the Amendment filed on 05/1 1/2005. 



Double Patenting 

2. nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1 -45 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-38 of U.S. Patent No. 
6,763,195 (Willebrand et al) . Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the limitations recited in claims 1-45 of 
the instant application are encompassed by claims 1-38 of U.S. Patent No. 6,763,195 
(Willebrand et al). 

Regarding claims 1, 8, 15, 25, 35 and 41, Willebrand (US Patent No. 6,763,195) 
discloses a method for use in free-space communications, comprising the steps of: 

transmitting data in an active mode in an optical signal through a free-space 
optical path of a communication link extending across a terrestrial free-space region; 
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detecting degradation of the optical signal in the terrestrial free-space region; and 

automatically switching from the active mode to a standby mode upon optical 
beam degradation in the terrestrial free-space region, wherein the standby mode 
includes transmitting data in a radio frequency (RF) signal through a free-space RF path 
of the communication link; 

wherein an RF transceiver for generating the RF signal is active during the active 
mode (see claims 1-8 and 34-38 of US Patent No. 6,763,195). 

Regarding claims 2, 9, 1 6-21 , 26-31 , 36-38, 42 and 43, Willebrand (US Patent 
No. 6,763,195) discloses further comprising the step of: communicating control and 
status information in the RF signal through the free-space RF path of the 
communication link (see claims 1-6 and 34-38 of US Patent No. 6,763,195). 

Regarding claims 3, 10, 22 and 32, Willebrand (US Patent No. 6,763,195) 
discloses wherein the step of detecting degradation of the optical signal in the terrestrial 
free-space region comprises the step of: sensing a characteristic of a received optical 
signal (see claims 4-8 of US Patent No. 6,763, 1 95). 

Regarding claims 4 and 1 1 , Willebrand (US Patent No. 6,763,195) discloses 
wherein the characteristic of the received optical signal comprises a power level of the 
received optical signal (see claims 6 and 7 of US Patent No. 6,763,195). 

Regarding claims 5 and 12, Willebrand (US Patent No. 6,763,195) discloses 
wherein the characteristic of the received optical signal comprises a transmissive 
capability of the received optical signal (see claim 8 of US Patent No. 6,763,195). 
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Regarding claims 6, 13, 23, 33, 39 and 44, Willebrand (US Patent No. 6,763,195) 
discloses further comprising the step of: using the characteristic of the received optical 
signal to calculate a power adjustment for a station at an opposite end of the 
communication link (see claims 12 and 13 of US Patent No. 6,763,195). 

Regarding claims 7, 14, 24, 34, 40 and 45, Willebrand (US Patent No. 
6,763,195) discloses wherein the degradation of the optical signal is due to atmospheric 
conditions in the terrestrial free-space region (see claims 1-8 of US Patent No. 
6,763,195). 

4. Claims 1 -45 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-7 of U.S. Patent No. 
6,889,009 (Willebrand) . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the limitations recited in claims 1-45 of the 
instant application are encompassed by claims 1-7 of U.S. Patent No. 6,889,009 
(Willebrand). 

Regarding claims 1, 8, 15, 25, 35 and 41, Willebrand (US Patent No. 6,889,009) 
discloses a method for use in free-space communications, comprising the steps of: 

transmitting data in an active mode in an optical signal through a free-space 
optical path of a communication link extending across a terrestrial free-space region; 

detecting degradation of the optical signal in the terrestrial free-space region; and 

automatically switching from the active mode to a standby mode upon optical 
beam degradation in the terrestrial free-space region, wherein the standby mode 
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includes transmitting data in a radio frequency (RF) signal through a free-space RF path 
of the communication link; 

wherein an RF transceiver for generating the RF signal is active during the active 
mode (see claims 1-7 of US Patent No. 6,889,009). 

Regarding claims 2, 9, 16-21, 26-31, 36-38, 42 and 43, Willebrand (US Patent 
No. 6,889,009) discloses further comprising the step of: communicating control and 
status information in the RF signal through the free-space RF path of the 
communication link (see claims 1-7 of US Patent No. 6,889,009). 

Regarding claims 3, 10, 22 and 32, Willebrand (US Patent No. 6,889,009) 
discloses wherein the step of detecting degradation of the optical signal in the terrestrial 
free-space region comprises the step of: sensing a characteristic of a received optical 
signal (see claims 1-7 of US Patent No. 6,889,009). 

Regarding claims 4 and 11, Willebrand (US Patent No. 6,889,009) discloses 
wherein the characteristic of the received optical signal comprises a power level of the 
received optical signal (see claims 1-7 of US Patent No. 6,889,009). 

Regarding claims 5 and 12, Willebrand (US Patent No. 6,889,009) discloses 
wherein the characteristic of the received optical signal comprises a transmissive 
capability of the received optical signal (see claims 1-7 of US Patent No. 6,889,009). 

Regarding claims 6, 13, 23, 33, 39 and 44, Willebrand (US Patent No. 6,889,009) 
discloses further comprising the step of: using the characteristic of the received optical 
signal to calculate a power adjustment for a station at an opposite end of the 
communication link (see claims 1-7 of US Patent No. 6,889,009). 
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Regarding claims 7, 14, 24, 34, 40 and 45, Willebrand (US Patent No. 
6,889,009) discloses wherein the degradation of the optical signal is due to atmospheric 
conditions in the terrestrial free-space region (see claims 1-7 of US Patent No. 
6,889,009). 

5. Claims 1 -45 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-28 of 
copending Application No. 10/646,994 (Willebrand etal). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
limitations recited in claims 1-45 of the instant application are encompassed by claims 
1-28 of copending Application No. 10/646,994 (Willebrand et al). 

Regarding claims 1, 8, 15, 25, 35 and 41, Willebrand (copending Application No. 
10/646,994) discloses a method for use in free-space communications, comprising the 
steps of: 

transmitting data in an active mode in an optical signal through a free-space 
optical path of a communication link extending across a terrestrial free-space region; 
detecting degradation of the optical signal in the terrestrial free-space region; and 
automatically switching from the active mode to a standby mode upon optical 
beam degradation in the terrestrial free-space region, wherein the standby mode 
includes transmitting data in a radio frequency (RF) signal through a free-space RF path 
of the communication link; 
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wherein an RF transceiver for generating the RF signal is active during the active 
mode (see claims 1-15 of copending Application No. 10/646,994). 

Regarding claims 2, 9, 16-21, 26-31, 36-38, 42 and 43, Willebrand (copending 
Application No. 10/646,994) discloses further comprising the step of: communicating 
control and status information in the RF signal through the free-space RF path of the 
communication link (see claims 1-15 of copending Application No. 10/646,994). 

Regarding claims 3, 10, 22 and 32, Willebrand (copending Application No. 
10/646,994) discloses wherein the step of detecting degradation of the optical signal in 
the terrestrial free-space region comprises the step of: sensing a characteristic of a 
received optical signal (see claims 1-15 of copending Application No. 10/646,994). 

Regarding claims 4 and 1 1 , Willebrand (copending Application No. 10/646,994) 
discloses wherein the characteristic of the received optical signal comprises a power 
level of the received optical signal (see claims 1 -1 5 of copending Application No. 
10/646,994). 

Regarding claims 5 and 12, Willebrand (copending Application No. 10/646,994) 
discloses wherein the characteristic of the received optical signal comprises a 
transmissive capability of the received optical signal (see claims 1-15 of copending 
Application No. 10/646,994). 

Regarding claims 6, 13, 23, 33, 39 and 44, Willebrand (copending Application 
No. 10/646,994) discloses further comprising the step of: using the characteristic of the 
received optical signal to calculate a power adjustment for a station at an opposite end 
of the communication link (see claims 1-15 of copending Application No. 10/646,994). 
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Regarding claims 7, 14, 24, 34, 40 and 45, Willebrand (copending Application 
No. 10/646,994) discloses wherein the degradation of the optical signal is due to 
atmospheric conditions in the terrestrial free-space region (see claims 1-15 of 
copending Application No. 10/646,994). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-5, 7-12, 14-22, 24-32, 34-38, 40-43 and 45 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Vollerts (DE 4433896 cited by applicant) in 
view of Sato (US Patent No. 4,904,993 cited by applicant) and further in view of Mullaly 
et al (US Patent No. 6,812,881 cited by applicant). 

Regarding claims 1, 8, 15, 25, 35 and 41, referring to Figure 1, Vollert discloses a 
method for use in free-space communications, comprising the steps of: 

transmitting data in an active mode in an optical signal through a free-space 
optical path (i.e., free space optical path IUS, and see abstract) of a communication link 
extending across a terrestrial free-space region; 
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detecting degradation of the optical signal in the terrestrial free-space region 
(Vollert teaches that during exchange of information, the quality of the infrared 
transmission is verified continuously and the result determines whether the radio or the 
infrared link is utilized, see abstract section of Vollert). 

Vollert differs from claims 1, 8, 15, 25 and 41 in that he does not specifically 
teach switching from the active mode to a standby mode upon optical beam degradation 
in the terrestrial free-space region, wherein the standby mode includes transmitting data 
in a radio frequency (RF) signal through a free-space RF path of the communication link 
and wherein an RF transceiver for generating the RF signal is active during the active 
mode. However, Sato in US Patent No. 4,904,993 teaches switching from the active 
mode to a standby mode upon optical beam degradation in the terrestrial free-space 
region, wherein the standby mode includes transmitting data in a radio frequency (RF) 
signal through a free-space RF path of the communication link (Fig. 1 , col. 2, lines 25- 
40) and Mullaly in US Patent No. 6,812,881 teaches an RF transceiver for generating 
the RF signal is active during the active mode (see Figs. 2b and 2c, col. 9, lines 17-64). 
Therefore, it would have been obvious to one having skill in the art at the time the 
invention to incorporate the switching from the active mode to a standby mode upon 
optical beam degradation in the terrestrial free-space region, wherein the standby mode 
includes transmitting data in a radio frequency (RF) signal through a free-space RF path 
of the communication link and an RF transceiver for generating the RF signal is active 
during the active mode as taught by Sato and Mullaly in the system of Vollert. One of 
ordinary skill in the art would have been motivated to do this since Sato suggests in 
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column 2, lines 25-40 that using such the switching from the active mode to a standby 
mode upon optical beam degradation in the terrestrial free-space region, wherein the 
standby mode includes transmitting data in a radio frequency (RF) signal through a free- 
space RF path of the communication link and Mullaly suggests in column 9, lines 17-64 
that using such the RF transceiver for generating the RF signal is active during the 
active mode have advantage of allowing providing reliable communications in the 
weather conditions and providing .a dual-mode (both optical and RF transmission). 

Regarding claims 2, 9, 16-21, 26-31, 36-38, 42 and 43, the combination of 
Vollert, Sato and Mullaly teaches further comprising the step of: communicating control 
and status information in the RF signal through the free-space RF path of the 
communication link (see Figs. 7b and 8b of Mullaly and col. 12, lines 25-61). 

Regarding claims 3, 10, 22 and 32, the combination of Vollert, Sato and Mullaly 
teaches wherein the step of detecting degradation of the optical signal in the terrestrial 
free-space region comprises the step of: sensing a characteristic of a received optical 
signal (see abstract of Vollert and Fig. 1 of Vollert). 

Regarding claims 4 and 1 1, the combination of Vollert , Sato and Mullaly teaches 
wherein the characteristic of the received optical signal comprises a power level Of the 
received optical signal ( Fig. 1 of Vollert). 

Regarding claims 5 and 12, the combination of Vollert, Sato and Mullaly teaches 
wherein the characteristic of the received optical signal comprises a transmissive 
capability of the received optical signal (Fig. 1 of Vollert). 
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Regarding claims 7, 14, 24, 34, 40 and 45, the combination of Vollert, Sato and 
Mullaly teaches wherein the degradation of the optical signal is due to atmospheric 
conditions in the terrestrial free-space region (Fig. 1 of Vollert). 

Allowable Subject Matter 

8. Claims 6, 1 3, 23, 33, 39 and 44 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims and overcome the double 
patenting rejection. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1-45 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanh Phan whose telephone number is (571)272-3035. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Vanderpuye, can be reached on (571)272-3078. The fax phone 
number for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
4700. 




HANH PHAN 
PRIMARY EXAMINER 



